Appl.No. : 10/691,444 

Filed : October 22, 2003 

REMARKS 

Tlie foregoing amendments and the following remarks are responsive to the October 5, 
2006 Office Action. Claims 1, 11, 12, and 13-18 have been amended. Hius, Claims 1-18 remain 

pending in the present application. 

In response to the Office Action mailed October 5, 2006. Applicants respectfully request 
the Examiner to reconsider the above-captioned application in view of the foregoing amendments 
and the following comments. 
rnmments on Allowable Sub ject Matter 

Applicants note with appreciation that the Examiner has indicated Claims 8-10 are in 

condition for allowance. 

All Pending Clai "^^ F"llv Compiv With 35 U.S.C. § 112 

Claims 13-18 stand objected to by the Examiner, the Examiner maintaining that the 

claims lack antecedent bases. 

AS described hereto, Applicants have amended Claims 13-18 and Applicants submit that 
these claims Wly comply with 35 U.S.C. § 112, second paragraph. Applicants fimher submt. 
ftat none of the above amendments made in response to the objections have narrowed the clam, 
l^e Rather, aU amendments have been made solely to clariiy the claims. Thus, aU of the 
equivalents of the origmal recitations in these claims are also equivalents of the now recrted 
recitations. 

In the August 9, 2006 Office Action, the Examiner rejects Claims 12, 17, and 18 under 
35 U S C. § 101 as being directed to' non-statutory subject matter. The Examiner states that 
Claims 12, 17, and 18 fail to have a physical transformation or a useful, concrete, and tangible 
result In particular, the Examiner states that »[m]erely analyzing . . . would not appear to be 
sufficient to constitute a tangible result, since the outcome of the analyzing step has not been 
used in a disclosed practical application nor made available in such a manner that its usefulness 
in a disclosed practical application can be realized." 

Applicants respectfully traverse this argument. Applicants submit that the Examiner has 
not established a prima facie case of ineligible subject matter pursuant to 35 U.S.C. § 101 . "TTie 
examiner bears the initial burden . . . of presenting .prima facie case of unpatentability." In re 
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O^mer 977 F.2d .443. 1445. 24 U.S.P.Q.2d .443, .444 (Fed. Ci.. .992). As outtined m U,e 
Ou.ae.ine. fo. Ex—, of Paten. APP— for Paten, SubJ.. Matte, 
^^Uity if the ^rd as a «ho.e suggests that it is n,„te .i.e.y than not that the o.a.n,ed 
ntiolwouid be — a ptactica. application of an abstract idea, natuta. phenomenon, or 
rrna... the E»ni„e, shouid no, .e. .e e.a.. 0., «he„ the clawed .— ^^ 
^^^^^^..^r^ to a practical application should it be rejects, under 35 aS.C. § lOK 
Jt;^^^. 2100.7 (Rev. 3. Aug., 2005) (emphasis added). Upon *e Exarnmer 
«Jex,ah.nght.erecordthebasisfor.h,ac,aintisforan.^^^^^^^^ 
p.ctica, application, the bt^n shifts to Applicants to either amend the c^m or m*ca 
lowing of why the claim is eligible for patent protection See. e.,.. In re Bra„a, 52 F.3d 1560^ 
^734 U S P.Q.2d 1436, 1441 (Fed. Cir. 1995); ,e.era,y M.P.E.P. § 2.07. Apphcants 
Uthe Liner has «.t presented a pW™ case of unpatentabiiity by explamt^ 
pendhtg clahns of the present application are devoid of any limitations . a practical 

""ts° explained in tire — Guidelines," a clahned invention must accomplish a 
,.tic::pplLtio„byproduc.nga^.l,con^^^^^^ 

:rcr;rr:::T;:x:r:~--- 

ple^L clL directed to tiansformations of data of a physical quantity (e.., data 
„Ca.:..odetectingareinforch,gmemberwiti.nalaser-irradiat.^ 
.^1, as intire pending claims)produceausefi.l,concrete,andta.g.b.eresult.S^e.M.P^P^ 

"7 page2100.16. Applicants submit , ha. Cairns .2, ,7, and 18 of tire present aphcati 
Lr:Hltionst„apracticalappUcationbyproduc,ngause.U,conc.^.™..angrblere^ 

therebyconfonningtotherequirementsof35U.S.C.§101. 

applicants submit ti«t the clahned invention of Claims .2. .7, and 18 prov e a u.ti.. 
.suit til s specific, substantial, and cr^lible in accordance witi. M.P.E.P. § 2107. In add.t,on, 
su Lit tira. tire claimed invention of ti.e cMms produce concrete results t^at can ^ 
iCly repeated to substantially produce tire same results again. Applicants .so submrt 
"yi a spectium of light for nrdications of an embedded material ™tinn a^as«^ 
«L interaction region of a structure, tire claimed inventions of Clarms 12, ,7, and 
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p^vidc tangible results by setting forth a practical application with real-world results. Therefore. 
Applicants submit that Claims 12, 17, and 18 of the present application satisfies the reqmrements 
of 35 U S.C. § 101 by producing a usefiil, concrete, and tangible result 

Furthermore, to the extent that the Examiner is asserting that Claims 12, 17, and 18 
encompass statutory subject matter only if a,ey result in a physical transformation. Applicants 
submit that 35 U.S.C. § 101 does not include such a requirement. This requirement was 
expUcitly addressed -..ApplicaOon ofFosUr, 438 F.2d 101 1, 1014 (C.C.P.A. 1971), which held 
ftat claims should not be rejected for lack of appn,priate subject matter simply because they 
include stq,s that transfonn one mental concept into another. Moreover, in AT&T Corp. v. Excel 
Com.unica,ions. Inc., 172 F.3d 1352. 1358-59 (Fed. Cir. 1999), the court expliciUy held that the 
assertion a method claim is patentable only if it resuhs in a physical transformrtron or 
contains a physical limitation is incorrect Additionally, the fact that no physical alterauon .s 
quired is also supported by the decision of the B.PA.1. -^E. parte Lund^en, which mvolved 
claims directed to a method of compensating a manager, where the clahns did no, rectte a 

required physical alteration. 

Applicants respectMly submit that det»=ti„n of embedded mat«ial is a practical 
applicadon, and the fmal result achieved by the analysis step is useful, tangible, and concrete. 

For fte foregomg reasons. Applicants submits that Claims 12, 17. and 18 satisfy the 
requirements of 35 U.S.C. § 101 and Applicants resp^Uy request the Examiner to withdraw 
the rejections. 

SatomDoeslMDiscl^^ By riaims 1 1-13 and 15-17 

Claims 1 1-13 and 15-17 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
Satoru.^/ (Japanese PatentNo.2002.296183)("Satoru"). Applicants respectfully traverse the 
present rejections. However, to expedite the prosecution of the present application, Apphcants 
have amended Claim 1 1 . Applicants expressly reserve the right to fizrther prosecute the orrgmal 
versions of Claims 11, 13, 15,and 16 through continuation practice. 

Claims 11, IS, 15, and 16 

Amended Claim 1 1 now recites: (emphasis added) 

A detection system for use during drilling by irradiation of an interaction 
region of a sLture lith laser light, the structure comprising a frrst matenal and a 
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reinforcing member embedded in the first material, the detection system 
comprising: ^^^^ ^^^^^^ ^.^^^ ^^^^ .^^^^^.^^ ^^^^^ during 

drilling of the structure, the interaction region compnsmg a surface ot the 
"^"""t'rtr's^^^^^^ the focused light into a spectrum of 

^'^'''''^nrL analyzing at least a portion of the spectrum for 
indications of the reinforcing member within the '"teraction reg on 
whr* n Sie detection system is adapted to initiate cessation of dnllmg 
Con detecting the indications of the reinforcing member withm the 
interaction region. 

Satoru discloses a meftod of assessing the level of corosion or susceptibility to corrosion 
of reinforcing members of a concrete structure through spectral analysis of light emitted by a 
plasma cloud of laser-ablated concrete. Satoru does not, for example, disclose a "means for 
analyzing at least a portion of the spectrum for indications of the reinforcing member ™thm the 
intcction region, wherein the detection system is adapted to avoid damaging the r^nforcmg^ 
member upon detecting the indications of the reinforcmg member within the interaction regron 

as recited by amended Claun 11. „ f ,u 

Accordingly, Applicants submit that Satoru does not disclose o, suggest aU of the 
.irritations of amended Claim 11. For at least this reason. Applicants respeCfilly request the 
ExaminerwithdrawtherejectionofClaimnandpassthiselaimtoallowance. 

Claims 13 15, and 16 depend ftom Claim 11. Applicants submit that Claims 13, 15, and 
,6 also define ov« the cited refer»ce, not only because they depend from Claim 1 1. but also on 
fteir own merit Acconiingly. Applicants respect&Uy request the Examiner withdraw the 
rejection of Claims 13, 15,and 16 and pass these claims to allowance. 

Claims 12 and 17 

Amended Claim 12 recites: (emphasis added) 

A method of detecting a reinforcing member within a laser-irradiated 
interactfon rSon of a struct^e comprising a first material and the remforcmg 
member embedded in the first material, the method compnsmg: 

focusing light from the interaction region durmg dnllmg by laser 
irradiation of the stmcture, the interaction region compnsmg the 
'^Z, r..n.,.r, and the light /^^^^/SnV " 

the reinforcing member, the surface exposed d^^gj^""™!' 
separating the light into a spectnim of wavelengths, and 
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analyzing at least a portion of the spectrum for indications of the 
reinforcing member within the interaction region. 
Satoru discloses a method of assessing the level of corrosion or s.«eptibility to corrosion 
of reinforcing members of a concrete structure through spectral analysis of light emrtted by a 
plasma cloud of laser-ablated concrete. The method disclosed by Satoru specif cally drscloses 
avoiding exposure of the embedded reinforcing members for direct observation of their state o 
corrosion. Satoru discloses that avoiding exposmg the reinforcing members reduces the cost of 
restoring the surface of the struchue after direct measurements of corrosion are taken. Satoru, 
Description ofthe Prior Art, Paragraph 0002. 

Thus Satoru does not disclose "a method of detecting a remforcing memto wtthtn a 
User-irradia^d interacUon region of a st^cUirc comprising a first material and the remforcing 
nrember embedded in the first material, the method comprising focusing hght flom th 
tateraction region during driUing, the interaction region comprising the reinforcing memba^^ 
Ure li^t including light from a surface of the reinforcing member, the surfece exposed durmg 
drilUng," as recited by amended Claim 12. , 17 

Accordingly Satoru fails to disclose or suggest all of the limitations o Claim 12. 
Wore, Applicants respectfiilly request the Examiner withdraw the rejection of Claim and 

pass this claim to allowance. 

Claim .7 depends from Claun 12. Applicants submit that Claim 17 also defines over the 

cited reference, not only because it depends ftam Claim 12. but also on its „™ merit^ 
Accordingly. Applicants respectfully request the Examiner withdraw the rejection of Clam, 
and pass this claim to allowance. 

^Claims 1. 2. 4. 7, .1-13. and 15-17 sta«. rejected under 35 U.S.C. § 103(a) as being 
obvious over Alexander (U.S. Patent No. 5.847.825) ("AlexandeO in view of Satoru^ 
Applicants respectfiiUy ..verse the present rejecUons. However, to expedite the prosecution of 
Jpresent application. Applicants have amended Claims 1 and 1. . Applicants expressly reserve 
I: righttoLerprosec^e the original versions of Clahus 1,2. 4,7,U-l3a„dl5.,7through 

continuation practice. 
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Claims 1, 2, and 7 

Amended Claim 1 now recites: (emphasis added) 

A detection system for use during drilling by irradiation of an interaction 
region of a structure with laser light, the structure comprising a first n^^^nal mjd a 
reinforcing member embedded in the first material, the detection system 

compnsing. ^ ^^^^^^^ positioned to receive light emitted firom the 
interaction region during drilling of the structure, the interaction region 
comprising a surface of the reinforcing member ; 

an optical fiber optically coupled to the focusing lens to receive 
light firom the focusing lens; and . , x-u . • . ij^m 

a spectrometer optically coupled to the optical fiber to receive light 
from the optical fiber, the spectrometer adapted for analysis of the light for 
indications of the reinforcing member within the interaction region, 
wherein the detection system is adapted to initiate cessation of dnHmg 
upon detecting the indications of the reinforcing member withm the 
interaction region. 

Alexander discloses a method and apparatus for detection of trace elements in a soil 
sample by directing laser light at the sample to produce a plasma. Spectral analysis is then 
conducted on the plasma to determine its composition. Alexander does not disclose or suggest "a 
detection system ... adapted to initiate cessation of drilling upon detecting indications of the 
reinforcmg member within tiie interaction region," as recited by amended Claim 1. 

Satoru discloses an apparatus for vaporizing the surface of a structure to determine tiie 
existence or extent of corrosion of reinforcing stiructural members. Satoru does not disclose or 
suggest tiie limitations of amended Claim 1 which are not disclosed or suggested by Alexander. 
Accordingly, Alexander and Satoru, separately or in combination, fail to disclose or suggest all of 
tiie limitations of amended Claim I. Therefore, Applicants respectfiilly request tiie Exammer 
withdraw the rejection of Claim 1 and pass this claim to allowance. 

Claims 2 and 7 depend from Claim 1. Applicants submit that Claims 2 and 7 also define 

over the cited references, not only because they depend from Claim 1, but also on their own 

merit. Accordingly, Applicants respectfiilly request the Examiner withdraw the rejection of 

Claims 2 and 7 and pass these claims to allowance. 

Claim 4 

Claim 4 stands rejected as obvious over Alexander in view of Satoru. However, as 
discussed more fiilly below, Claim 4 depends from Claim 3, which is rejected as obvious over 
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Alexander in view of Satoru in further view of Jacobowitz et al (U.S. Patent No. 4,060,327) 
("Jacobowitz"). Thus, in view of the rejection of Claim 3. Applicants submit that Claim 4 is not 
obvious over Alexander in view of Satoru and request the Examiner withdraw the rejection and 
pass this claim to allowance. 
Claims 11, 13. 15, and 16 

As discussed above with regard to Claim 1, Alexander discloses a method and apparatus 
which creates a plasma from a sample and performs a spectral analysis on the plasma. Alexander 
does not disclose «a detection system ... adapted to initiate cessation of drilling upon detecting 
the indications of the reinforcing member within the interaction region." As recited by Claim 11. 
Accordingly, Alexander fails to disclose or suggest all of the limitations of amended Claim 11. 
Satoru does not disclose or suggest the limitations of amended Claim 1 1 which are not disclosed 
or suggested by Alexander. Therefore, Claim 11 is not obvious over Alexander in view of 
Satoru. Applicants respectfully request the Examiner withdraw the rejection of Claim 11 and 

pass this claim to allowance. 

Claims 13, 15, and 16 depend from Claim 11. Applicants submit that Claims 13, 15, and 
16 also define over the cited references, either alone or in combination, not only because they 
depend from Claim 11, but also on their own merit. Accordingly, Applicants respectfully request 
the Examiner withdraw the rejection of Claims 13, 15, and 16 and pass these claims to 

allowance. 

Claims 12 and 17 

As discussed above with regard to Claim 1, Alexander discloses an apparatus for 
performing spectral analysis on a soil sample. Accordingly, Alexander does not disclose or 
suggest "focusing light from the interaction region during drilling by laser irradiation of the 
structure, the interaction region comprising the reinforcing member, and the light including light 
from a surface of the reinforcing member, the surface exposed during drilling," as recited by 
amended Claim 12. 

Satoru discloses a method of detecting corrosion of embedded structural reinforcing 
members without exposing the members from the structure. Therefore, Satoru does not disclose 
or suggest the limitations of amended Claim 12 which are not disclosed or suggested by 
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Alexander. For at least this reason. Applicants request the Examiner withdraw the rejection of 
Claim 12 and pass this claim to allowance. 

' Claim 17 depends from Claim 12. Applicants submit that Claim 17 also defines over the 
cited references, either alone or in combination, not only because it depends from Claim 12, but 
also on its own merit. Accordingly, Applicants respectfully request the Examiner withdraw the 
rejection of Claim 17.and pass this claim to allowance. 

. ... U Are ^^^^ Hver Alex.nd.r In View of Saton. in Further View of 

Jacobowitz 

Claims 3 and 14 stand rejected under 35 U.S.C. § 103(a) as being obvious over Alexander 
in view ot Satoru in further view of Jacobowite. Applicants respectfully traverse the present 
rejections. However, as explained above, to expedite the prosecution of fte present apphcauon. 
Applicants have amended Claims 1 <».d 11. Applicants expressly reserve the right to further 
prosecute the original versions of Claims 1, 3, 1 1 and 14 through continuation pract.ce. 

"""" As described above. Applicants submit that amended Claim 1 is patentably distinguished 
over Alexander in view of Satoru. Jacobowitz disclo^s a wide band grating spectromet^ wtU, a 
neutral density filter. Applicants submit that Jacobowitz does not disclose or suggest the 
linutations of amended Claim 1 that are missing ftom the combination of Alexander and Saton. 
Wore, amended Claim 1 is patentably disUnguished over Alexander in view of Satoru m 

further view of Jacobowitz. 

Claim 3 depends from amended Claim 1. Applicants submit that Claim 3 also defmes 
over the cited references, either alone or in combination, not only becau^ it depends ftom 
amended Claim 1. but also on its own merit. Accordingly, Applicants respectfi^lly request the 
Examiner withdraw the rejection of Claim 3 and pass this claim to allowance. 

Claim 14 , , . . * ui , 

AS described above. Applicants submit that amended Claim 11 .s patentably 

distinguished over Alexander in view of Satom. Applicants submit that Jacobowitz does not 
disclose or suggest the limitations of amended Claim 11 that are missing &om the combmaUon of 
Alexander and Satoru. Therefore, amended Claim 1 1 is patentably distinguished over Alexander 
in view of Satoru in fiarther view of Jacobowitz. 
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Claim 14 depends from amended Claim 1 1 . Applicants submit that Claim 14 also defines 
over the cited references, either alone or in combination, not only because it depends from 
amended Claim 11, but also on its own merit. Accordingly, Applicants respectfully request the 
Examiner withdraw the rejection of Claim 14 and pass this claim to allowance. 
riaim 5 Is Not Obvious Over Alexander in View nf Satom in Further View of Jacobowitz 

Claim 5 stands rejected under 35 U.S.C. § 103(a) as being obvious over Alexander in 
view of Satoru in further view of Jacobowitz. Applicants respectfully traverse the present 
rejections. However, as explained above, to expedite the prosecution of the present application, 
Applicants have amended Claim 1. Applicants expressly reserve the right to forther prosecute 
the original version of Claim 5 through continuation practice. 

As described above, Applicants submit that amended Claim 1 is patentably distinguished 
over Alexander in view of Satoru. Applicants submit that Jacobowitz does not disclose or 
suggest the limitations of amended Claim 1 that are missing firom the combination of Alexander 
and Satoru. Therefore, amended Claim 1 is patentably distinguished over Alexander in view of 
Satoru in further view of Jacobowitz. 

Claim 5 depends from amended Claim 1. Applicants submit that Claim 5 also defines 
over the cited references, either alone or in combination, not only because it depends from 
amended Claim 1, but also on its own merit. Accordingly, Applicants respectfiilly request the 
Examiner withdraw the rejection of Claim 5 and pass this claim to allowance. 
The Combination of Theriault a n H Satoru Does Not Make Claims 1 and 6 Obvious 

Claims 1 and 6 stand rejected under 35 U.S.C. § 103(a) as being obvious over Tlieriault et 
al. (U.S. Patent No. 6,147,754) ("Theriault") in view of Satoru. Applicants respectfiilly traverse 
the present rejections. However, to expedite the prosecution of the present application, 
Applicants have amended Claim 1. Applicants expressly reserve the right to fiuther prosecute 
the original versions of Claims 1 and 6 through continuation practice. 

Theriault discloses a laser-induced spectroscopy cone penetrometer which generates 
energy in a soil sample, collects generated energy, and transmits the energy. Satoru discloses a 
method of detecting corrosion of embedded structural reinforcing members without exposing the 
members from the structure. Neither Theriault nor Satoru discloses or suggests "a detection 
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system ... adapted to initiate cessation of drilling upon detecting indications of the reinforcing 
member within the interaction region," as recited by Claim 1 . 

Accordingly, the combination of Theriault and Satoru does not disclose or suggest all the 
limitations of Claim 1. Therefore, Claim 1 is not obvious over Theriault in view of Satoru. 
Thus, Applicants respectfully request the Examiner withdraw the rejection of Claim 1 and pass 

this claim to allowance. 

Claim 6 depends from Claim 1. Applicants submit that Claim 6 also defines over the 
cited references, not only because it depends from Claim 1, but also on its own merit. 
Accordingly, Applicants respectfiiUy request the Examiner withdraw the rejection of Claim 6 and 
pass this claim to allowance. 

SUMMARY 

For the reasons described above. Applicants respectfully request the Examiner withdraw 
the objection to and rejection of the claims and pass Claims 1-7 and 1 1-17 to allowance. 

The undersigned has made a good faith effort to respond to all of the rejections and 
objections in the case and to place the claims in condition for immediate allowance. 
Nevertheless, if any undeveloped issues remain or if any issues require clarification, the 
Examiner is respectfully requested to call Applicant's attorney in order to resolve such issue 
promptly. 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 1 1-1410. 



Dated: 
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Respectfully submitted, 
KNOBBE, My^ENS, OJ.SON 
By: 




Bruce S. Itchkawitz 
Registration No. 47,677 
Attorney of Record 
2040 Main Street 
Fourteenth Floor 
Irvine, CA 92614 
Customer No. 20,995 
(949) 760-0404 
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